04/18/2005 HON 14:12 FAI 5133378489 Johnson & Johnson Law 



Application No. 10/687,503 
Art Unit: 3721 

Office Action dated: February 24, 2005 

REMARKS 



Claims 1, 10 and 22 have been amended to recite the 'firing member" as the "firing 
bar", as per the Examiner's suggestion. Accordingly, no new matter is involved. Claims 1, 

10 and 22 have been amended to recite the limitations of claims 2 and/or 1 1 ? and claims 2 and 

1 1 have been cancelled herein. Accordingly, no new matter is involved. 

In the previous office action, claims 1-22 were rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. Specifically, the Examiner stated: 

"Claims 1, 10 and 22 recite the phrase "said firing bar" in lines 7, 8 and 1 1 of 
claim 1, lines 8-10 and 13 in claim 10, and lines 7*8*11*13 and 14 of claim 22* There 
is insufficient antecedent basis for these limitations in the claims* The remainder of 
the claims, excluding claims 8, 16 and 21, also recite the phase "said firing bar 1 *, 
which is improper. Perhaps changing the phrase u a firing member" in line 5 of claim 
1 , line 6 of claim 10, and line 5 of claims 22 to read "a firing bar" would correct the 
problem/' 

As noted above Claims 1,10 and 22 have been amended to recite the ''firing member" 
as the 'firing bar", as per the Examiner's suggestion. Therefore, it is respectfully requested 
that the Examiner withdraw the 35 U.S.C. 1 12 rejections to Applicants claims. 

In the previous office action, the Examiner rejected Claims 1, 9, 10, 14, 20 and 22 
under 35 U.S*C. 103(a) as being unpatentable over Milliman et ah (USPN 6,669,073) in 
view of Geiste et ah (USPN 6,202,914), However, the Examiner also indicated that claims 
2-8, 11-13, 15-19 and 21 would be allowable if rewritten to overcome the rejection's) 
under 35 U.S.C. 112, 2 nd paragraph, set forth in the Office action and to include all of the 
limitations of the base claim and any intervening claims. 

As noted above claims 1, 10 and 22 have been amended to recite the limitations of 
claims 2 and/or 11, and claims 2 and 11 have been cancelled herein. Therefore, Applicants 
submit that all pending claims are now fully allowable over the prior art cited by the 
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Examiner. Therefore, Applicants respectfully request that the Examiner re-examine and 
favorably reconsider Applicants* claims in the form of a Notice of Allowance. 



Respectfully submitted, 



Bv: /Pean L. Gamer/ 
Dean L. Garner, Esq. 
Reg. No. 35,877 
Attorney for Applicant(s) 



Johnson & Johnson 

One Johnson & Johnson Plaza 

New Brunswick, NJ 08933-7003 

(513) 337-8559 

Date: April 18 T 2005 



Page 7 of 7 



PAGE 7/13 * RCVD AT 4/18/2005 2:00:05 PM [Eastern Daylight Time] * SVR:USPT0-EFXRM/3 * DNIS:8729306 * CSID:5133378489 * DURATION (mm«ss):0346 



04/18/2005 MON 14:12 FAX 5133378489 Johnson & Johnson Law 



@008/013 




United States Patent amp Trademark Office 



WCITCD STATES DEPARTMENT Of COMMERCE 



APCLICAITOM NO. 



FIRST «AMb1> INVENTOR. 



ICrftT7.503 



IG/tS/200* 



PHILIP S. JOHNSON 

JOHNSON Si JOHNSON 

ONE JOHNSON A JOHNSON PLAZA 

NEW BRUNSWICK, NJ 08933-700* 



Kevin Doll 

RECEIVED 
PES 2 8 2005 



| ATTORNEY POCKET NO, | CqKFIRMATlOXNO. j 



END-8S7CIF 



c 



WHBKS, GLORIA B 



paper, number 



J&J PAT DKT. <:~CT.ON Datema[l£Dj ^/2oos 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. lOrttt) 



PAGE 8/13 * RCVD AT 4/18/2005 2:00:05 PM [Eastern Daylight Time] * SVR:USPT0€FXRF-1/3 4 DNIS:8729306 • CSID:5133378489 4 DURATION (mm-ss):0346 



04/18/2005 BON 14:13 FAX 5133378489 Johnson & Johnson Law 



Office Action Summary 



Application No. 
10/637,503 



Examiner 
Gloria R Weeks 



Applicants) 

DOLL ET AL 
Art Unit 
3721 



wu) vv«yrv^ 0/-CI 

J ~ T* 7 * MAILING DA TE of this communication appoars on tho cover she* t with tho cormspondvhee zddnxss 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH (S) FROM 
THE MAILING DATE OF THIS COMMUNICATION, 



••- • 1 wo* iiiotw ly «^d^c= w uho conrniuniCHDOn. 

^^^^T™^ 4 ?^ 12 ^ * ftnthm * ^ * reply wfcWft the __t_tory mlnftmim of ^ (30) days Will b* torttktefcd timcty. 

V «V* WUI eXpir© SIX (6) MONTHS from tho m*Wn(| d_Ut thli oommunkiaUcwi, 



' ^ ' ^ 7J%^Z^*^'^^ t ^ npd f<X " p1y Wil1 ' 6talU,e - the to become ABANDONED pSUAC $ 133) 

!^*™ ^ ^ J' f ~ mDnUl * -*° rlhc maJllna crate of comrnurrt^on. cvon If timely Tried, may rtduco any 

earned patent toon adj-stmonT. See 37 CFR 1.704<b>. 

Status 

1)13 Responsive to communication(s) filed on 29 Ju/v 2004 . 
2a)D This action Is FINAL. 2b)__J This action is non-final. 

3D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
dosed in accordance with the practice under Ex parte Quayle. 1935 CD. 1 1, 453 O.G. 213. 
Disposition of Claims 

4) _3 Claim<$) £££ is/are pending in the application. 

4a) Of the above daim(s) , is/are withdrawn from consideration. 

5) Q Claim's) is/are allowed. 

6) _3 aaim(s>7_22 is/are rejected. 

7) Q Claim(s) is/are objected to. 

B)Q Cla1m(s) are subject to restriction and/or Section requirement 

Application Papers 

9)D The spedfication is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: aD accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection fo the drawing^) be held In abeyance. See 37 CFR 1.S5(a). 

Replacement drawing sheet(s) including the correction is required if the drawfng(s) is objected to. See 37 CFR 1. 121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152, 
Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f)- 
a)d All b)D Some * cD None of: 

1 .□ Certified copies of the priority documents have been received. 

2.Q Certified copies of the priority documents have been received in Application No. . 

3-D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a fist of the certified copies not received. 



Attachments) 

1 ) El Notice of References Cited (PTO-S92) 
a) Q Notice of Draftapereon's latent Drawing Review (PTO.S46) 
3) □ Informatten DUdowfO Statements) (PTCv1a4s or PTO/SS/OS) 
Paper No(syMail Date 



u.*». i^im and Vmilftmarti Omco 

PTOL-326(ft~v. 1-04) 



«)□ interview Summary (PTO-4 13) 
Papor No(«VMaJl Doto. _. 

5) □ Notlco of Informal Patent Application (PTO-152) 

6) D Other: . 



Office Action Summary 



Part of Paper NoJMal Date 02O320O5 
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Application/Control Number: 10/687,503 p age 2 

Art Unit 372.1 

Claim Rejections - 35 USC §112 
1 - The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

I!SS , > eCiC r tiQl l S, ? 1 L Ct>nClude Wim onE or niore cUims Particularly pointing oul and distinctly claiming the 
subject matter which the applicant regards as his invention. 

2. Claims 1 -22 rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claims 1 , 1 0 and 22 recite die phrase "said firing bar" in lines 7, 8 and 1 1 of claim 1, 
lines 8-10 and 13 in claim 10, and lines 7, 8, 11, 13 and 14 of claim 22. There is insufficient 
antecedent basis for these limitations in the claims. The remainder of the claims, excluding 
claims 8, 16 and 21, also recite the phrase "said firing bar", which is improper. Perhaps 
changing the phrase "a firing member" in line 5 of claim 1. line 6 of claim 10, and line 5 of 
claims 22 to read "a firing bar" would correct the problem. 

Claim Rejections - 35 USC $103 

3 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

^ ***** * not "Realty disclosed or described as set forth to 
^Zt L ,,^ ^ * J1 **? ce * weeD *« matter sought to be patented and the prior art are 

such that toe subject matter as a whole would have been obvious at the time the invention was made to a person 
taving ordmary sWU in the art to which said subjec. matter pertains. Patentability shall not be SafcU ty^e 
manner < n which the invention was made. '«b«iivwi uy mc 

4. Claims I, 9, 10, 14, 20 and 22 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Milliman et al (USPN 6,669.073) in view of Geista et aj. (USPN 6,202,9 14). \S y/ 

In reference to claims 1 , 9, 10, 14, 20 and 22 Milliman et al. discloses a surgical stapling 
instrument comprising: a cartridge (220) containing a wedge member (234), the wedge member 



\ 



PAGE IK/13 * RCVD AT 4/18/2005 2:00:05 PM [Eastern Daylight Time] * SVR:USPT0-EFXRF-1/3 » DNIS:8729306 * CSID:5133378489 * DURATION (mm-ss):0M6 



.04/18/2005 HON 14:13 FAX 5133378489 Johnson & Johnson Law 



B011/013 



Application/Control Number: 10/687,503 Paff 
Art Unit: 3721 ^ 

(234) moveable longitudinally within the cartridge (220) to eject said staples from the cartridge 
(220); an elongate channel (216); a firing member (212) having a sharp edge (280), a support 
member (285) interacting with the elongate channel (216; figure 45), and cooperatively 
engagable with the wedge member (234; column 13 lines 5-8)) and longitudinally moveable in a 
distal direction; and a locking mechanism (288). The locking mechanism of Millimane et aL 
prevents distal movement of the firing member (212). although it is not biased by the wedge 
member (234). 

Geiste et al. discloses a surgical stapling instrument comprising: a cartridge (22) 
containing a wedge member (1 34); an elongate channel (114) having a reception feature (figures 
1 3 & 13A); a firing member (1 44) including a sharp edge for cutting; a locking mechanism (120) 
for preventing distal movement of the firing bar (144) after the firing member (144) lias been 
moved proximally a predetermined distance, wherein the wedge member (134) biases the firing 
member (144) into an unfocked (column 7 Ones 10-1 8) and wherein the (134) wedge, tt would 
have been obvious to one having ordinary skill in the art at the time of the invention to modify 
the firing member of Milkman et aL to include the locking mechanism of Geiste ct al for the 
purpose of preventing rcactuation of the instrument after it has been actuated. 

Allowable Subject Matter 
5. Claims2-8, 11-13, 15-I9and21 would be allowable if rewritten to overcome the 
rejections) under 35 U.S C. 112, 2nd paragraph, set forth in this Office action and to include all 
of the limitations of the base claim and any intervening claims. 
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Application/Control Number. 10/6S7 7 5Q3 Page 4 

Art Unit: 3721 

Conclusion 

6. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Refer to attachment for notice of references cited and recommended for 
consideration based on their disclosure of limitations of the claimed invention. 

Any inquiry concerning this commtuiication or earlier communications from the 
examiner should be directed to Gloria R Weeks whose telephone number is (57 1) 272^»473. The 
examiner can normally be reached on 7:30 am - 6:00 pm Monday-Thursday . 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rinaldi I Radacan be reached on (571) 272-4467. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more tafonration about the PAIR 
system, see hn P ://pair^direct.uspto.gov- Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBQ at S66-217-9197 (toll-free). 

Gloria R Weeks 
Examiner 

Pchniary 14, 2005 Y!j} . / * 
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